Index

Abbott GmbH & Co KG v Apotex Pty Ltd
interlocutory injunctions, 82-84, 97, 99
ABC v O’Neill
interlocutory injunctions, 79-80

Academic employment contracts

duty to invent in, 151-152, 161-162
IP policies and, 162-163
patent ownership and, 148-154, 156-161

Academic research — see Research

Acohs Pty Ltd v Ucorp Pty Ltd

copyright in databases, 118, 129-133
copyright in layout, 131
copyright in source code, 130-131

Advisory Council on Intellectual Property (ACIP)
review of patents and experimental use, 137, 146-147
Alphapharm Pty Ltd v Wyeth
interlocutory injunctions, 85-87, 97-99
ALRC Report
patent experimental use exemption, 137, 139-140, 143, 145-146
American Cyanamid Co v Ethicon Ltd
interlocutory injunctions, 77-80
Artistic craftsmanship
meritorious expression for copyright protection, 187-196
Australian Coarse Grain Pool Pty Ltd v Barley Marketing Board
interlocutory injunctions, 78
Australia-United States Free Trade Agreement (AUSFTA)
patent experimental use exemption and, 138-139
Authorship

copyright in collaborative publications, 109-114, 119-121, 125-129, 199-200
role of intent in copyright protection, 186-201

Beecham Group Ltd v Bristol Laboratories Pty Ltd
interlocutory injunctions, 75-76, 78-80
Burden of proof
effect of presumptions of law on, 100-114, 129
Burge v Swarbrick
functional creations in copyright law, 187, 189-190
Business models
online content management, 58-59, 62-65
Canada

educational use of publicly available material, 39-40
patent experimental use exemption, 139
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Castlemaine Tooheys Ltd v South Australia
interlocutory injunctions, 78-79

Chiron Corp v Murex Diagnostics Ltd
tie-in arrangements, 207-209

Collaborative publications — see Databases

Commercial use
copyright in databases — see Functional creations
patent experimental use exemption, 139
Communication of internet materials
by educational institutions, 31-41

Companies
liability of directors as joint tortfeasors, 164-181
as separate legal entities, 172-173
Compensatory damages

copyright infringement, 219-239
alternative models, 230-233
Australian system, 227-230

Competition and Consumer Act 2010 (Cth) (formerly Trade Practices Act 1974)

Patents Act and, 213, 217-218

Competition law
Patents Act on tie-in arrangements, 202-218

Compilations — see Databases

Computer programs
copyright in, 113-114, 118-133
Content development — see also World Wide Web

creator’s responses to content market failure, 61-65
market failure in, 59-61

market-based generation of content, 56-72
National Content Network and, 68-72

Coogi Australia Pty Ltd v Hysport International Pty Ltd

functional creations in copyright law, 188-189

Copyright — see also Copyright Act

authorisation, liability for, 178

authorship and — see Authorship

in computer programs, 113-114, 118-133
content development and, 57-61, 65-66, 68
databases — see Databases

functional creations — see Functional creations
infringement of — see Copyright infringement
insubstantial copying, 33

in newspaper headlines, 200-201

originality and, 101-102, 110-112

requirement for registration, 232

role of intent in, 186-201

subsistence of, 123-125
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Copyright Act 1956 (UK)
presumptions under, 101, 106, 109-111

Copyright Act 1968 (Cth) — see also Copyright

Pt V Div 4
origins of presumptions under, 108-109
presumptions under, 100-114, 128-129
rebutting presumptions under, 105-108
role of presumptions in, 112
ss 127-129, basic and presumed facts of, 109-112

Pt VB, Div 2A
enforceability of contracts varying Pt VB, 38
fair dealing vs. statutory licensing, 36
idea/expression dichotomy, 36
insubstantial vs. non-insubstantial parts of works, 35
justification for the exception, 34-35
provision of another part online at same time, 38
reproduction of internet materials by educational institutions, 31-41
traditional notions of infringement, 36
uncertainty in operation of current laws, 35-38

Copyright infringement

content market failure, 59-61
enforcement as response to, 61-62
databases — see Databases
statutory damages, 219-239
subsistence vs, 123-125
tests of, 121-122
Copyright Law Review Committee (CLRC)

reproduction of electronic materials by educational institutions, 32, 34, 38, 40-41

Costs
university intellectual property cross-claim, 159-161

Craftsmanship — see Artistic craftsmanship

Creative economy

creator’s responses to content market failure, 61-65
foundations of, 56-59
National Content Network and, 68-72

Creators — see Authorship

Cuisenaire v Reed

functional creations in copyright law, 188

Damages — see also Compensatory damages; Punitive damages; Statutory damages

copyright infringement, 219-239
compensatory, 220-233
nominal unless loss suffered, 229-230
punitive, 234-239
Databases
copyright in collaborative publications, 113-114, 118-133
copyright in layout, 131

copyright in patient records, 132
copyright in source code, 130-131
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copyright infringement, 121-125

labour and expense, vs. author’s intent, 200

originality and, 199-200

role of intent in copyright protection, 197-199
Defensive publication

WWW for, 27-29

Delnorth Pty Ltd v Dura-Post Australia Pty Ltd
comparison with prior art base, 13-14

Desktop Marketing Systems Pty Ltd v Telstra Corp Ltd

copyright in databases, 119-120, 122, 125, 128
subsistence of copyright and, 101-102

Deterrence — see Punitive damages

Digital material — see Content management; World Wide Web

Directories — see Databases

Directors
liability as joint tortfeasors, 164-181

Disclosure
defensive publication on web, 27-29
prior art information standards, 18-24
Domain name-trademark conflicts
dispute resolution, 47-51
international responses to, 42-51
legal responses to, 45-46
types of, 44-45
Dura-Post (Aust) Pty Ltd v Delnorth Pty Ltd
test for an innovative step, 9-10
Duty to invent
academic employment contracts, 151-152, 161-162

Educational institutions

definition, and self-declaration of, 33-34

meaning of “educational purpose”, 37-38

reproduction and communication of internet materials, 31-41
use of “publicly available material”, 39-40

Electronic materials — see Databases; World Wide Web

Emails

as source of prior art information, 23
Ergas Committee (2000)

patents and competition law and, 214-215
European Patent Office

prior art information and, 25

Experimental use exemption

patent law, 134-147
arguments for change, 141-144
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content of, 145-146
direction for Australia, 140-141
international aspects, 137-140
scope, 145
Fichera v Flogates Ltd
tie-in arrangements, 206-207, 209

Fiduciary duties
academic’s “position as fiduciary”, 156
reductionist approach to, 155-156
UWA v Gray, 154-155
VUT v Wilson, 154

Franki Report
educational copying and, 32, 34

Functional creations

definition, 187
literary works, 196-201
role of intent in copyright protection, 186-201
ways of securing copyright for, 200
IceTV v Nine Network Australia

copyright in databases, 122-125, 197-199
ramifications of High Court decision, 118, 125-133
role of intent in copyright protection, 186-201
Industrial property advisory committee (Stonier Committee) 1984
patents and competition law and, 213

Information accessibility

National Content Network and, 69
patent system of disclosure and, 17-30

Injunctions — see Interlocutory injunctions

Innovation

innovative step in drafting of Patents Act, 4-16
in invention-commercialisation cycle, 156-157

Innovation patents
drafting of Patents Act and, 9-10, 12

Intellectual property — see Copyright; Patents; University intellectual property policies

Intellectual Property and Competition Review Committee (Ergas Committee) 2000

patents and competition law and, 214-215

Intellectual property statutes

application of doctrine of joint liability, 167-169
liability of directors as joint tortfeasors, 164-181
problems with using the label “tort”, 174-177

Interlocutory injunctions
legal principles, 73-81
in patent infringement and invalidity disputes, 73-75, 81-99
“adequacy of damages”, 82, 84-92
“balance of convenience”, 82-83, 85, 87-92
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Internet — see World Wide Web

Internet Corporation for Assigned Numbers and Names (ICANN)
domain name administration by, 42, 46, 48
Uniform Domain Name Dispute Resolution Policy (UDRP), 47-51
Interpharma Pty Ltd v Commissioner of Patents
interlocutory injunctions, 8§9-90, 98

Inventions — see Patents; University intellectual property policies

Inventive step
in drafting of Patents Act, 4-16
IP Australia
WWW as source of information for, 24-25

Joint tortfeasors
liability of directors as, 164-181
common purpose, 165-172, 180
distinguished from liability for authorisation, 178
two different tests for liability, 179-180
logical and procedural problems, 172-180
test for joint liability in tort, 165, 169-172
Licensing schemes, statutory
reproduction of internet materials by educational institutions, 31-41
Lincoln Industries Ltd v Wham-O Manufacturing Co
functional creations in copyright law, 193-194
Literary works

databases as, 131-132

definition, 196

functional creations in copyright law, 196-201
source code of file as, 130-131

Lockwood Security Products Pty Ltd v Doric Products Pty Ltd (No 2)
prior art base, 8, 12-13
Lucasfilm Ltd v Ainsworth
functional creations in copyright law, 191-193
Madey v Duke University
patent experimental use exemption, 140-141
Medrad Inc v Alpine Pty Ltd
interlocutory injunctions, 84-85, 97, 99
Merck & Co Inc v GenRx Pty Ltd
interlocutory injunctions, 90-91
Meritorious expression

role of intent in copyright protection, 186-201
securing copyright for functional creations, 200

National Broadband Network (NBN)
technology for a creative economy, 57

National Content Network
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architecture for, 68-72

New Zealand
patent experimental use exemption, 139

Novelty — see also Prior art

defensive publication and, 27-29
in Patents Act, 15-16

Obviousness — see Inventive step
Originality — see Copyright: originality and

Patent infringement and invalidity disputes

interlocutory injunctions, 73-75, 81-99
“adequacy of damages”, 82, 84-92
“balance of convenience”, 82-83, 85, 87-92
legal principles, 73-81

Patents

disclosure and — see Disclosure
experimental use exemption, 134-147
infringement — see Patent infringement and invalidity disputes
international harmonisation, 21-22
invalidity — see Patent infringement and invalidity disputes
objectives of patent law, 135
ownership of inventions, 148-154, 156-161
prior art — see Prior art
“prospect theory” and “reward theory”, 93-94
tie-in arrangements
Australian cases, 209-211
English cases, 205-209
historical context, 211-215
WWW as source of information for patent offices, 18-19, 24-29

Patents Act 1952 (Cth)
Competition and Consumer Act and, 213, 217-218
tie-in arrangements, 204-205, 210

Patents Act 1990 (Cth)

evolution of Australian patent law, 136-137
experimental use exemption recommended, 145-146
inventive step and innovative step drafting in, 4-16
overlap with Competition and Consumer Act, 202-218

s 122(1), interlocutory injunctions under, 74-75

s 144, limitations for dealings involving tie-ins, 202-218

Patrick Stevedores Operations No 2 Pty Ltd v Maritime Union of Australia [No 3]
interlocutory injunctions, 78

Phone directories — see Databases

Presumptions of law
effect on burden of proof, 100-114, 129
rebuttable and conclusive presumptions, 102-103
rebutting presumptions, 103-108
Thayer-Wigmore and Morgan-Maguire theories of, 103-105

Primary Health Care Ltd v Commissioner of Taxation
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copyright in databases, 118, 132

Prior art

information standards, 19-22
innovation and invention in Patents Act, 10-14
WWW as source of prior art information, 17-30

Publicly available information

“publicly available” works defined, 39
use of by educational institutions, 39-40

Publishers
copyright in databases, 109-114, 126-127

Punitive damages

copyright infringement, 234-239
Australian system, 238-239
statutory damages schemes, 236-238

Registry for content — see National Content Network

Reproduction of internet materials
by educational institutions, 31-41
Research
duty to invent, 151-152, 161-162
experimental use exemption in patent law, 134-147
Said v Butt
liability of directors as joint tortfeasors, 165, 169-170, 172-173
Sculpture
copyright in, 191-195
meaning of, 191-192, 194
Sigma Pharmaceuticals (Aust) Pty Ltd v Wyeth
interlocutory injunctions, 87-88, 97-99
Sirtex
cross-claim for costs by, 159-161

Software — see Computer programs

Statutory damages

copyright infringement, 219-239
American model, 230-233
deterrence and penalty under, 236-238
as a means of compensation, 220-225
secondary effects of judgments, 225-227
Slovenian model, 233
Statutory intellectual property

liability of directors as joint tortfeasors, 164-181
Statutory licensing schemes
reproduction of internet materials by educational institutions, 31-41

Stonier Committee (1984)
patents and competition law and, 213
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Substantive Patent Law Treaty (SPLT)
prior art and, 21-22
Taiwanese Patent Act
WWW as source of information, 26
Technological protection measures

educational use of publicly available information and, 40

Television guides — see Databases

Telstra Corp Ltd v Phone Directories Co Pty Ltd

application for leave to appeal to High Court, 200
Copyright Act presumptions and, 100-114
copyright in databases, 118, 129, 132, 199-200
as result of IceTV decision, 125-129

Temporary injunctions — see Interlocutory injunctions

Thomas-Rasset case
copyright infringement, 224-225, 236

Tie-in arrangements — see Competition law

Tool Metal Manufacturing Co Ltd v Tungsten Electric Co Ltd
tie-in arrangements, 205-206, 210-211, 216-217
Tort

problems with using the label “tort”, 174-177
tension with existing tort laws in statutory schemes, 177-178
test for joint liability in tort, 165, 169-172

Tortfeasors — see Joint tortfeasors
Trade Practices Act 1974 (Cth) — see Competition and Consumer Act 2010 (Cth)
Trademarks — see Domain name—trademark conflicts

Trade-Related Aspects of Intellectual Property Rights (TRIPS) Agreement
patent experimental use exemption, 137-139

Transfield Pty Ltd v Arlo International Ltd (1980)
tie-in arrangements, 209-211, 216-217

Uniform Domain Name Dispute Resolution Policy (UDRP)

areas of concern, 48-51
compared with traditional dispute resolution, 47-48
requirements to invoke proceedings under, 46-47

United Kingdom
patent experimental use exemption, 140
United Kingdom Intellectual Property Office
prior art information and, 25
United States
patent experimental use exemption, 139-140

University intellectual property policies
external funding and collaboration, 153-154
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full and frank disclosure, 161

inventions from academic research, 156-161
fiduciary duties and, 156

structuring IP policies, 162-163

universities as public institutions, 152

UWA v Gray — see UWA v Gray

VUT v Wilson — see VUT v Wilson

US Patent and Trademark Office (USPTO)
prior art information and, 25-26

Utilitarian approach — see Functional creations

UWA v Gray

fiduciary duties, 154-155

implications for other employees, 157-161

implied terms, 157-158, 162

patent ownership, 150

Sirtex cross-claim against Gray, 159-161

university intellectual property policies and, 148-163

VUT v Wilson
fiduciary duties, 154
patent ownership, 149-150
university intellectual property policies and, 148-163
Wake Forest University Health Sciences v Smith & Nephew Pty Ltd
interlocutory injunctions, 88-89, 92-93, 98-99

Websites — see World Wide Web

Wildash v Klein
functional creations in copyright law, 195

World Intellectual Property Organization (WIPO)

ICANN establishment and, 45-46
Substantive Patent Law Treaty (SPLT), 21-22

World Trade Organization (WTO) — see Trade-Related Aspects of Intellectual Property Rights
(TRIPS) Agreement

World Wide Web (WWW) — see also Content development

Internet Archive Wayback Machine, 24-25
reproduction and communication of internet materials by educational institutions, 31-41
as source of prior art information, 17-30
factitious and transitory information, 22-23
indexing for retrieval, 23
permanency: date of publication, 22
websites for defensive publication, 27
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